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Dear Sir: 

The Applicants request review of the final rejection in the above-identified application. No 
amendments are being filed with this request. 

This request is being filed with a Notice of Appeal. 

The review is requested for the reasons stated on the attached sheets. 

Respectfully submitted, 



Date: October 11,2010 



By: /Joseph M. Butscher/ 
Joseph M. Butscher 
Reg. No. 48,326 
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REMARKS 

The present application includes pending claims 1-44, all of which have been rejected. In 
particular, claims 1-44 stand rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
6,813,775 ("Finseth") in view of U.S. 2002/0144273 ("Reto"). As explained below, however, 
the Office Action fails to establish a prima facie case of unpatentability with respect to the 
claims for a variety of reasons. 

As noted, all of the pending claims stand rejected as being obvious over Finseth in view 
of Reto. The Applicants demonstrate that the Office Action fails to establish that the proposed 
combination of Finseth and Reto renders claims 1-44 unpatentable. See June 11, 2010 Response 
at pages 13-19. 

Claim 1, for example, is clear that a first user requests (not invited to share) to consume 
media of a second user (not broadcast television or pay-per-view programming of a separate and 
distinct media provider) at a second location. When that request is made, an indication of media 
consumption activity is sent to the second user at the second location if at least one condition is 
met. Independent claims 1 1, 22, 30 and 40 recite similar limitations. 

The Office Action asserts that Finseth discloses all of the claim limitations except that it's 
"unclear with respect to receiving a request for consumption of media of a second user at the 
second location, from a first user at the first location; at the time of said receiving the request for 
consumption of media of the second user at the second location, from the first user at the first 
location, sending at least one indication of media consumption activity to the second user at the 
second location, via the communication network, if the at least one condition is met to enable 
interaction of the first and second user during media consumption by the first user." See July 28, 
2010 Office Action at page 5 (emphasis in original). 

In an attempt to overcome these deficiencies of Finseth, the Office Action relies on Reto 
at Figures 35-37 and Paragraphs [0041]-[0042] and [0175]-[0176]. See id. at page 5. However, 
the Applicants demonstrate that Reto does not overcome the acknowledged deficiencies of 
Finseth. See June 11, 2010 Response at pages 17-19. 

Reto does not describe, teach or suggest the following, as recited in claim 1 : 

receiving a request for consumption of media of a second user at 
the second location, from a first user at the first location; 
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at the time of said receiving the request for consumption of 
media of the second user at the second location, from the first 
user at the first location, sending at least one indication of media 
consumption activity to the second user at the second location, via 
the communication network, if the at least one condition is met, to 
enable interaction of the first user and the second user during media 
consumption by the first user. 

Independent claims 11, 22, 30 and 40 recite similar limitations. 

The Office Action acknowledges that Finseth also does not describe, teach or suggest 
these limitations. See July 28, 2010 Office Action at page 5. Because neither Finseth nor Reto 
describes, teaches or suggests these limitations, the combination of the two, by definition , also 
cannot describe, teach, or suggest them. That is, if a first reference does not disclose X, and a 
second reference also does not disclose X, the addition of the first reference to the second 
reference cannot yield X, which is in neither. Thus, for at least these reasons, the Applicants 
respectfully submit that the Office Action fails to establish a prima facie case of unpatentability 
with respect to the pending claims. 

Further, the "Supreme Court in KSR International Co. v. Teleflex Inc., 82 USPQ2d 1385, 
1396 (2007) noted that the analysis supporting a rejection under 35 U.S.C. 103 should be made 
explicit . The Federal Circuit has stated that 'rejections on obviousness cannot be sustained 
with mere conclusory statements ; instead, there must be some articulated reasoning with some 
rational underpinning to support the legal conclusion of obviousness.'" See MPEP at § 2142, 
citing In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 1329, 1336 (Fed. Cir. 2006), and KSR 
International Co. v. Teleflex Inc., 82 USPQ2d at 1396 (quoting Federal Circuit statement with 
approval) (emphasis added). 

Previously, the Applicants requested that the Office Action provide an explicit analysis 
by specifically citing and quoting (as opposed to simply listing a few isolated Figure and 
paragraph numbers), where either Finseth or Reto discloses one user requesting media of 
another user. See June 11, 2010 Response at pages 19-20. However, the Office Action still 
simply lists isolated Figure and paragraph number, but fails to accommodate the Applicant's 
simple and reasonable request. 
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The Applicants also requested that the Office Action 1) identify the specific Rationale 
(i.e., by specifically indicating one of A through G 1 noted above) in the Guidelines that the 
Examiner is using to support the obviousness rejection so that the Applicant may more clearly 
address the Examiner's concerns, and 2) state on the record the required factual findings to 
support the Rationale that the Examiner has chosen. See June 11, 2010 Response at pages 20- 
21. Again, however, the Office Action failed to do so. 

"It is important for Office personnel to recognize that when they do choose to formulate 
an obviousness rejection using one of the rationales suggested by the Supreme Court in KSR and 
discussed in the 2007 KSR Guidelines, they are to adhere to the instructions provided in the 
MPEP regarding the necessary factual findings." See September 1, 2010 Examination 
Guidelines Update (emphasis added). 

Further, it is "Office policy that appropriate factual findings are required in order to 
apply the enumerated rationales properly. If a rejection has been made that omits one of the 
required factual findings, and in response to the rejection a practitioner or inventor points out the 
omission, Office personnel must either withdraw the rejection, or repeat the rejection including 
all the required factual findings." See id. (emphasis added). 

As explained above, the Applicants have pointed out omissions of factual findings in the 
Office Action. As such, the rejection must either be withdrawn, or repeated including all the 
required factual findings. 

Otherwise, "[i]f the examiner is able to render a claim obvious simply by saying it is so, 
neither the Board nor [the Federal Circuit] is capable of reviewing that determination. ... If there 
is neither record evidence nor detailed examiner reasoning, the Board should not conclude that 
... claims are obvious." See In re Vaidyanathan, Appeal 2009-1404 at pages 18-19 (Fed. Cir. 
May 19, 2010) (nonprecedential). 

For at least these additional reasons, the Office Action has not established a prima facie 
case of unpatentability with respect to the pending claims. 



1 In particular, the Applicants requested that any substantive Office Action that rejects the claims 
based on obviousness state the following: "The Examiner is using Rationale [state A, B, C, D, 
E, F, or G] from the PTO guidelines to support the rejection." 
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The Applicants respectfully request reconsideration of the claim rejections for at least the 
reasons discussed above. 

The Commissioner is authorized to charge any necessary fees, including the $540 fee for 
the Notice of Appeal, or credit any overpayment to the Deposit Account of Mc Andrews, Held & 
Malloy, Account No. 13-0017. 

Respectfully submitted, 

Date: October 11, 2010 /Joseph M. Butscher/ 

Joseph M. Butscher 
McAndrews, Held & Malloy, Ltd. Registration No. 48,326 

500 West Madison Street, 34th Floor 
Chicago, Illinois 60661 
Telephone: (312)775-8000 
Facsimile: (312)775-8100 



Page 5 of 5 



